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REMARKS 

•Claims 1 5 and 20 have been amended. Claims 15, 20 s 22, and 24 remain 
in the application. Further examination and reconsideration of the application, as 
s a m ended t is He reby requested . 

CLAIM S1TATUS: 

Claims 15, 20, 22, and 24 were rejected under 36 USG 103(a) as being 
unpatentable over Briscoe in view of Berstis, Applicants respectfully traverse that 

10 the combination of Briscoe and Berstis discloses their invention . However, to 
further prosecution the Applicants have amended claims 15 and 20 to further 
define and distinguish their Invention over the art made of record. Accordingly for 
the reasons stated below, claim 15, 20, 22 v and 24 are believed to be clearly 
patentable over the art made of record and their allowance is respectfully 

15 requested, 

The Supreme Court recently addressed the issue of obviousness in KSR 
intl Co. v. Teieflex inc. , 127 S.Ct 1727 (2007). The Couft stated that the Graham 
v. John Deere Co. of Kansas City . US, 1 (1988), factors still control an 
20 obviousness inquiry. Those factors are: 1) "the scope and content of the prior 
art 1 ; 2) the "differences between the prior art and the claims 1 '■; 3) ■ the level of 
ordinary ski 1 1 i n the perti nent art" ; and 4) objective evidence of nonobviousness, 
KSR . 127 S.CL at 1734 (quoting Graham . 383 U.S. at 17M8). 

With regard to the first factor, Briscoe discloses a "coinstick'" which is a 
as virtua! (a simulated or non-physieaj) representation of a series of digital 

micropay men t token s . Berstis dlsclo ses a pair of certified devices to operate 
within the context of a given security protocol to manage copies of a digital file and 
associated copy control info, 

With reg a rd to the second factor, neither Briscoe or Be rstis disclose as in 
30 claim 15 "preventing the use of a portion of the consumable Item in proportion to 
the amount of expended portion currency, thereby creating a colJatera I security 
as an encumbrance on the portion of the consumable item" and " after payment, 
releasing the encumbrance an thereby allowing the use of the portion of the 
Gonsumablfe item J r With regard to claim 20 ? neither cited reference disclose 
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"creating ictj^fft^tl ;pfi(3S : H : iEM^pfMi^^fi^ the consumable Item having an amount 
proportionally re fated to the amount of the Gonsuma b te tem M and "preventing the 
use of the consumable item in proportion to the reduced amount of the digital cash 
account of the consumable item, thereby baEtermg a portion of the consumable 
3 item for the use of the content ; The Exa m iner equates the H coinstM- ' of Briscoe 
m a ^consumable item ,, but this ,l Goinstick ,r is really just digital currency which is 
used to purchase ''consumable items M such as "a number of pages of 
personalized news information 11 (col, 6:10-11); 

With regard to the fourth factor, Applicant also notes that it is improper to 
io combine references where the references tmcfo away from their comb i natron. (|n 
re Grasself I 713 R 2d 731 743, ^■a^tiSP©■■78»,,77t.(F^m 1983)), This 
principle was cited with approval in the recent Supreme Court decision, KSFL 
The Supreme Court in KSR discussed in some detail United States v. Adams , 383 
U.S. 39 (19©6) r stating in part that in that case, u [t|he Court relied upon th 
is corollary principle that when the prior art teacftes away from combining^ c^ 
known elements, discovery of a successful means of combining them is more 
likely to be nonobvious, ,i Accordingly, it remains improper to combine references 
where the references teach away from their combination, 

Nowhere in Briscoe can Applicants' representative find where Briscoe is 
2G "preventing the use of a portion of the consumable item in proportion to the 
amount of the expended portion of the currency" Rather, conversely Briscoe 
allows for the use of the consumable item (reading the news pages) in proportion 
to the amount of the expended portion of th& currency. Accordingly, Briscoe is 
actually teaching away from Applicants , claimed invention. Similarly; in Berstis, "a 
25 user establishes a 'prepaid' account from which royalty or usage payments are 
drawn against as files are copied/transmitted, (col, 10:11-14). Thus, Berstis is 
allowing for the use and not preyehting the use of the consumable item (paper). 
Applicants have amended claim 15 to make it clear that as in claim 15, this 
preventing of use of the consumable item Is "thereby creating a collateral security 
m as an encumbrance on the portion of the consumable item" and for claim 20, 
'thereby bartering a portion of the consumable item for the use of the content," 
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With regard to the third factor, the Examiner addresses what one of 
ordinary skill in the art would know by citing Nathan J. Puller's Desktop 
Encyclo pedia of the Internet . However, Applicants' representative would like to 
note that it is the Inventor's insight of using the consumable item (be it ink or the 
energy stored in a battery or any other consumable item) as either collateral 
security or barter to ensure pay merit of royalty charges for p rivi ledged content to 
be reproduced that makes it inventive over the various ordinary electronic 
payment schemes cited In the references made of record. 

Withdrawal of the rejection under 35 USD 103(a) is respectfully requested 
for the rem a in rrtg claims, as amended. 

Applicants believe their claims as amended are patentable over the art of 
record , and th at the amendments made herei n are with in the scope of a search 
properly conducted under the provisions of MPEP 904.02. Accordingly, claims 15, 
20, 22, and 24 are deemed to be in condition for allowance, and such allowance is 
respectfuliy requested. 

If for any reason the Examiner finds the Application other than in a 
condition for altowance, the Examiner is respectfully requested to call Applicants' 
undersigned representative at the number listed below to discuss the steps 
necessary for piecing the application in condition for allowance. 

The Commissioner is hereby aufhorteed to charge any additional fees 
which may be required, or credit any overpayment to Deposit Account No. 08- 
2025, Should such fees be associated with an extension of time, Applicants 
respectfully request that this paper be considered a petition therefore, 

Hewlett-Packard Company Respectfully Submitted, 

Legal Department Kevin GL Currans, et ai 



Gorvallis, OR 97330 
Telephone: {541)715-4197 
Fax: (541)715^8581 



1000 NE Circle Blvd. 




Patent Attorney 
Registration No, 42,91 9 
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